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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Application Serial No. 85/792,653

Filed: December 3, 2012

Published: March 5, 2013, in the Official Gazette

For: MAXXCHARGE

Mag Instrument, Inc.

Opposer,

vs.

Motorola Trademark Holdings, LLC

Applicant.
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)

)

)
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)
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Opposition No. 91/211,397

UNITED STATES PATENT AND TRADEMARK OFFICE

Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, Virginia 22313-1451

APPLICANT’S RESPONSE TO BOARD ORDER DATED AUGUST 31, 2013

Applicant Motorola Trademark Holdings, LLC (“Applicant” or “Motorola”) hereby

responds to the Board’s Order dated August 31, 2013 regarding suspension of the above-

captioned opposition proceeding.

The district court civil action which resulted in suspension of this proceeding, Waves

Audio Ltd. and Waves Inc. v. Motorola Mobility LLC and Motorola Trademark Holdings, LLC,

No. 13-CV-1091 (WHO) (N.D. Cal.), has been dismissed with prejudice. A copy of the district

court’s dismissal order is attached hereto as Exhibit A.

Due to the suspension, Applicant has not filed an Answer or other responsive pleading.

Applicant respectfully requests to Board to set a schedule for Applicant’s Answer and all other

trial dates in due course.



Date: September 4, 2014 Respectfully submitted,

/s/ Thomas M. Williams/

Thomas M. Williams

Ulmer & Berne, LLP

500 West Madison Street

Suite 3600

Chicago, IL 60661

Telephone (312) 658-6556

Facsimile (312) 658-6557

twilliams@ulmer.com

Attorney for Applicant

Motorola Trademark Holdings, LLC



CERTIFICATE OF SERVICE

On September 4, 2014, I served the foregoing APPLICANT’S RESPONSE TO

BOARD ORDER DATED AUGUST 31, 2013 on the parties in said action by depositing a true

copy thereof with the United States Postal Service as first class mail, postage prepaid, at

Chicago, Illinois, enclosed in a sealed envelope addressed to counsel of record for Opposer as

follows:

DICKSTEIN SHAPIRO LLP

Robert W. Dickerson

Charles A. Kertell

2 Park Plaza

Suite 900

Irvine, CA 92614

Tel: (949) 623-7882

dickersonr@discksteinshapiro.com

kertellc@dicksteinshapiro.com

Dated: September 4, 2014

By: /s/ Thomas M. Williams

Thomas M. Williams
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STIPULATIONOF DISMISSAL PAGE 1

CASENO.: 3:13-CV-01091-WHO

J. Scott Denko, pro hac vice

Texas State Bar No. 00792457

Bradley D. Coburn, pro hac vice

Texas State Bar No. 24036377

Sherri A. Wilson, pro hac vice

Texas State Bar No. 24075291

DENKO COBURN LAUFF LLP

3811 Bee Cave Road; Ste. 204

Austin, Texas 78746

Tel: 512-906-2074

Fax: 512-906-2075

denko@dcllegal.com

coburn@dcllegal.com

wilson@dcllegal.com

Perry R. Clark

California Bar No. 197101

LAW OFFICES OF PERRY R. CLARK

825 San Antonio Road

Palo Alto, CA 94303

Tel: 650-248-5817

Fax: 650-618-8533

perry@perryclarklaw.com

Counsel for Plaintiffs

WAVES AUDIO LTD. ANDWAVES INC.

UNITED STATES DISTRICT COURT

NORTHERN DISTRICT OF CALIFORNIA

SAN FRANCISCO DIVISION

WAVES AUDIO LTD. AND WAVES INC.,

Plaintiffs

v.

MOTOROLA MOBILITY LLC AND

MOTOROLA TRADEMARK HOLDINGS LLC,

Defendants.

CASE NO. 3:13-CV-01091-WHO

STIPULATION OF DISMISSAL
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STIPULATIONOF DISMISSAL PAGE 2

CASENO.: 3:13-CV-01091-WHO

Plaintiffs Waves Audio Ltd and Waves Inc. (“Waves”), and Defendants Motorola

Mobility LLC and Motorola Trademark Holdings LLC (“Motorola”) by their respective

undersigned attorneys hereby stipulate that the above-captioned case be dismissed with prejudice

with each side to bear its own costs and expenses including attorneys’ fees.

Respectfully submitted,

ATTORNEYS FOR PLAINTIFFS

WAVES AUDIO LTD. AND WAVES INC.

/s/ J. Scott Denko

J. Scott Denko (Pro Hac Vice)

(Texas State Bar No. 00792457)

Bradley D. Coburn (Pro Hac Vice)

(Texas State Bar No. 24036377)

Sherri A. Wilson, (Pro Hac Vice)

Texas State Bar No. 24075291

DENKO COBURN LAUFF LLP

3811 Bee Cave Road; Ste. 204

Austin, Texas 78746

Telephone: (512) 906-2074

Facsimile: (512) 906-2075

Email: denko@dcllegal.com

coburn@dcllegal.com

wilson@dcllegal.com

Perry R. Clark (SBN 197101)

LAW OFFICES OF PERRY R. CLARK

825 San Antonio Road

Palo Alto, CA 94303

Telephone: (650) 248-5817

Facsimile: (650) 618-8533

Email: perry@perryclarklaw.com

ATTORNEYS FOR DEFENDANTS

MOTOROLA MOBILITY LLC AND

MOTOROLA TRADEMARK HOLDINGS LLC

/s/ Thomas M. Williams

Thomas M. Williams (pro hac vice)

tmwilliams@ulmer.com

ULMER & BERNE LLP

500 West Madison St., Ste. 3600

Chicago, IL 60661-4587

Telephone: (312) 658-6500

Facsimile: (312) 658-6557

David P. Enzminger (SBN: 137065)

WINSTON & STRAWN LLP

denzminger@winston.com

333 South Grand Ave., 38th Floor

Los Angeles, CA 90071

Telephone: (213) 615-1700

Facsimile: (213) 615-1750

K. Joon Oh (SBN: 246142)

koh@winston.com

WINSTON & STRAWN LLP

101 California Street

San Francisco, CA 94111-5802

Telephone: (415) 591-1000

Facsimile: (415) 591-1400

Ý¿»íæïíó½ªóðïðçïóÉØÑ Ü±½«³»²¬ëï Ú·´»¼ðèñïèñïì Ð¿¹»î ±º í
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STIPULATIONOF DISMISSAL PAGE 3

CASENO.: 3:13-CV-01091-WHO

PURSUANT TO STIPULATION, IT IS SO ORDERED.

Dated: _____________, 2014

Hon. William H. Orrick

United States District Judge

Ý¿»íæïíó½ªóðïðçïóÉØÑ Ü±½«³»²¬ëï Ú·´»¼ðèñïèñïì Ð¿¹»í ±º í

ß«¹«¬ ïè


